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APPELLANT'S AMENDED APPEAL BRIEF 
UNDER 37 C.F.B. S 41,37 
TO THE BOARD OF PATENT APPEALS 



Sir: 

This Amended Appeal Brief is in response to “Notification of Non-Com pliant 
Appeal Brief” communication dated May 2, 2007. The one month statutory period is set 
to expire on Monday, June 4, 2007. 

This is also an Appeal front the Final Rejection dated September 22. 2006 
rejecting Claims 1-18, of this Patent Application. A timely Notice of Appeal and the 
appeal fee were filed on December 26, 2006, and the Appeal Brief was also filed within 
the two months statutory period which was set to expire on Monday, February 26, 2007. 

As required this Appellant's Appeal Brief and the requisite fee of $250.00 for this 
Appeal Brief were timely paid. The Commissioner is also hereby authorized to charge 
payment of any fees associated with this communication or to credit any overpayment u> 
the deposit account of Ahsan & Associates. PLLC deposit account number 50-2303. 

•S/N IO.7H9.09ft (AMA No. 2004-310) X 
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fft REAL PARTY IN INTEREST 



The real party in interest in this Appeal is the Inventor/Appellant Niranjan Patel, 
an individual, having an entire right, title, and interest in the ubove-identified Patent 
Application. 
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(ii) RELATED APPEALS AND INTERFERENCES 



The Appellant, his legal representative are presently unaware of any Appeal or 
Interference which will directly affect or be directly affected by or have a bearing on tire 
Board's decision in this Appeal. 
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full STATUS OF CLAIMS 



Claims 1- 1 8 are pending in this Patent Application. 

Claims 1-18 have all been rejected. 

Claims 1 - 1 8 are now all on Appeal and appear in the Claims Appendix. 
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fiv) STATUS OF AMENDMENTS 

A Response to the Final Rejection was filed for this Patent Application and 
Claims 1-1 8 were amended. However, the Patent Office has maintained the rejection of 
Claims 1-18. 

For the purposes of Appeal it is not clear whether the Proposed Amendment v\as 
entered or the entry was denied as the box in Section 7, of the Advisory Action dated 
December 20, 2006, has been checked, but boxes 7a or 7b have not been cheeked and 
thus it is not clear whether for the purposes of Appeal the “proposed amendmeni(s): a j 
will not be entered, or b) will be entered ... 

In the “Notification of Non-Compliant Appeal Brief' the Examiner had stated that 
“In the advisory action dated 12-20-2006, the Examiner clearly indicated in Item 3 that 
the proposed amendment will not be entered for the reasons checked in sub-items (a) and 
(c).” The Appellant agrees that Item 3, sub-items (a) and (c) were properly marked, hut 
the Appellant would like to bring to Board's attention that Item 3 only deals with 
“proposed amendment(s) filed after a final rejection, but prior to the date of filing a 
brief.’* while Item 7, and the sub-items of section 7, deal with “For purposes of appeal, 
the proposed amendment s) ...” and the Examiner is silent on this issue and thus the 
confusion. Furthermore, the Examiner could deny entry of an Amendment in Item 3. but 
could allow the entry with an explanation in Item 7. 

In order to avoid any confusion the Appellant has provided Claims 1-18, as 
amended, which appear in the Claims Appendix, pages 29-36, where in section (a) 

Claims as amended prior to the Final Office Action, appear on Pages 29-32, and in 
section, (b) Claims as amended after the Final Office Action appear on Pages 33-36. 

Furthermore, the Appellant is also providing arguments to support the allowance 
of either set of claims, and the Board can take either set of claims to make their final 
determination on this Appeal. 
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(v) SUMMARY OF CLAIMED SUBJECT MATTER 

The Appellant's invention in one aspect, as disclosed in Claim 1, is an apparatus, 
comprising an alarm-clock 25, (specification paragraph 001 7 ) wherein said alarm-clock 
25, (specification paragraph 0017) has at least one button associated with at least one 
alarm 23, (specification paragraph 0019) and wherein when said alarm is set said alarm 
button 23, (specification paragraph 0019) activates at least ore luminescent device 27. 
(specification paragraph 0019) and upon setting of said alarm said luminescent device 27. 
(specification paragraph 0019) radiates light 29, (specification paragraph 0020) through 
said alarm button 23, (specification paragraph 0020) to provide a visual reminder that 
said alarm has been set (specification paragraph 0020). 

Appellant's invention in another aspect, as disclosed in Claim 10, is an apparatus, 
comprising an alarm-clock 25, (specification paragraph 0017) wherein said alarm-clock 
25, (specification paragraph 0017) has at least one button associated with at least one 
alarm 23, (specification paragraph 0019) and wherein when said alarm is set suid alarm 
button 23, (specification paragraph 0019) activates at least one luminescent device 27, 
(specification paragraph 0019) and upon setting of said alarm said luminescent device 27. 
(specification paragraph 0019) radiates light 29, (specification paragraph 0020) through 
said alarm button 23, (specification paragraph 0020) to provide a visual reminder that 
said alarm has been set, (specification paragraph 0020) and wherein when said alarm is 
activated said luminescent device 27, (specification paragraph 001<>) radiates u (lashing 
light 29, (specification paragraph 0020) through said alarm button 23 (specification 
paragraph 00 1 9). 
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fvil GROUNDS OF REJECTIONS TO BE REVIEWED ON APPEAL 



HI Was it prooor to Reject Claims 1-6. 8 and 9 under 35 U.S.C'. SI 02(b) as 
being anticipated bv Jones. Jr.. ftl.S. Patent No. S.402.3961? 



(2) Was it proper to Reject Cl aim 7 tinder 35 U.S.C. 6 103(a) as being 
unpatentable over Jones. Jr.. iU.S. Patent No. 3.402.396)? 



{31 Was it nroper fo Reject Claims 10-18 under 35 U.S.C. 8 103 tal as being 
unnatentable over Jones. Jr.. fU.S. Patent No. S.402.3961 in view of Parissi (U.S. Patent 
No, 2,444,7481? 
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Mi) ARGUMENTS 

111 Was it proper to Reject Claims 1-6. 8 and 9 under 35 U.S.C. 3 102(b) as 
being anticipated by Jones. Jr.. fU.S. Patent No. S.402396)? 

Claims 1 -6, 8 and 9 stand rejected under 35 U.S.C. § 1 02(b). The Patent Office tub 
contended that these claims are anticipated by Jones, Jr., (U.S. Patent No. 5,402.396) 
(hereinafter Jones). Appellant respectfully submits that this rejection should he reversed Ibr 
at least the following reasons. 

In order for a claim to be anticipated under 35 U.S.C. § 102, a single prior urt 
r eference must disclose each and every element of the claim in exa ctly th e same wuv. See 
Lindeman Machinenfabrik v. American Hoist and Derrick . 730 F.2d 1452, 1458 (Fed. (ir. 
1984) (emphasis added). Jones does not disclose each and every element of the claimed 
invention. 

independent Claim 1, as amended, prior to the Pinal Office Action, recites an 
apparatus, comprising an alarm-clock 25, wherein said alarm-clock 25, has at least one 
button and at least one alarm 23, and wherein when said alarm 23, is set said alarm button 
23. radiates light to provide a visual reminder that the alarm 23. has been set. 

Or in the alternative, independent Claim 1, as amended, after the Final Office 
Action, recites an apparatus, comprising an alarm-clock 25. wherein said alarm-clock 25. 
has at least one button associated with at least one alarm 23, and wherein when said alarm 
is set said alarm button 23, activates at least one luminescent device 27, and upon setting 
of said alarm said luminescent device 27, radiates light 29, through said alarm button 23. 
to provide a visual reminder that said alarm has been set. 

In the Final Office Action the Examiner had objected to the use of “visual 
reminder” as being “immaterial to the structure and operation of the alarm clock 
apparatus,” and in order to overcome this objection the Appellant had taken the structural 
term “at least one luminescent device ... associated with said alarm button'' from Claim 
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2, and weaved it into Claim 1 . This was not only meant to narrow the scope of Claim l , 
but also to place Claim 1 in a better condition for allowance or appeal, and thus the 
Appellant disagrees with the Examiner that the Amendment of Claim 1 , after the Final 
Office Action “raise new issues” or “not deemed to place the application in better form 
for appeal ... as the structural terminology or limitation of amended Claim I , already 
appeared in the unamended Claim 2. 

Additionally, the presences of a luminescent device from Claim 2 into Claim I . 
only reinforces that said apparatus has a visual reminder. 

Furthermore, the Appellant believes that a visual reminder by itself provides a 
structure to Claim 1, without the presence of a luminescent device, as a visual reminder 
has to have some structure for a person to sec. 

The Appellant has amended Claims 1-6, 8 and 9 and therefor the rejection of these 
claims under Jones is now moot. 

The Patent Office had objected to the previous amendment to Claims 1-6, 8 and u. 
slating that “the limitation “to provide a visual reminder that the alarm has been sef” is a 
“functional language" and that “Whether the user is visually reminded thai an ulami is set is 
immaterial to the structure and operation of the alarm clock apparatus.” Due to the object ion 
of the Patent Office to the claim language, the Appellant has amended Claims I -6, 8 and '> to 
provide “structure and operation” to the “functional language” in order to overcome the 
Patent Office’s objection to the language. As the Board will appreciaie that the Amendment 
to Claims l -6, 8 and 9, was to provide “structure and operation," but in response the Patent 
Office stated that the “proposed amendments raise the new issue of an alarm button that 
when set, activates at least one luminescent device. This new issue requires further search 
and consideration” even though, when the two sets of claims arc compared this is not true, us 
the amendment was directed only to provide “structure and operation” in order to overcome 
the Patent Office’s objection to the claim language. Thus this amendment should have been 
entered and considered by the Patent Office. 

The Appellant has discussed Jones in paragraph 4, of the instant patent application 
and that discussion is incorporated herein by reference. The Appellant would also like to 
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stale that there is no teaching in Jones that '‘when the alarm is set the alarm button activates 
at least one luminescent device, and upon sctling of the alarm the luminescent device radiates 
light through the alarm button to provide a visual reminder that the alarm has been set.” as 
disclosed and claimed by the Appellant in Claims 1-6, 8 and 9. 

In fact, Jones teaches away from Appellant’s invention when he provides a .separate 
“alarm ON/OFF button 24” (column 2, line 22) and a separate “night light 28” which ‘is 
disposed between the alarm ON/OFF button 24 and the sleep button 26.” (Column 2. lines 
27-29). Whereas, the Appellant teaches that “when the alarm is set the alarm button activates 
at least one luminescent device, and upon setting of the alarm the luminescent dev ice radiates 
light through the alarm button to provide a visual reminder that the alarm has been sot,” as 
disclosed and claimed by the Appellant in Claims 1-6, 8 and 9. 

Additionally, Jones teaches away from Appellant's invention when he provides a 
"switch 30 which ... allows the night-light to be switched off.*’ (Column 2, lines 35-.3K.) 
(Emphasis added.) Whereas, the Appellant teaches that “when the alarm is set the alarm 
button activates at least one luminescent device, and upon setting of the alarm the 
luminescent device radiates light through the alarm button to provide a visual reminder thm 
the alarm has been set,” as disclosed and claimed by the Appellant in Claims l-<>. 8 and 9. 

Furthermore, Jones teaches away from Appellant’s invention when he teaches "that 
the translucent cover” be “adapted to permit light to be more readily transmitted through the 
side edges” so that “the ON/OFF” button 24 “can be specifically illuminated.” (Column 2, 
lines 41-45.) Whereas, the Appellant teaches that “when the alarm is set the alarm button 
activates at least one luminescent device, and upon setting of the alarm the luminescent 
device radiates light through the alarm button to provide a visual reminder that the alarm has 
been set,” as disclosed and claimed by the Appeliant in Claims 1-6. 8 and 9. 

Furthermore, the Patent Office has not specifically stated where Jones teaches that 
that “when the alarm is set the alarm button activates at least one luminescent device, and 
upon setting of the alarm the luminescent device radiates light through the ularm button to 
provide a visual reminder that the alarm has been set,” as disclosed and claimed hv the 
Appellant in Claims 1-6, 8 and 9. 

S/N I0/7JW.096 (AMANo 2004-310) H 
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It also seems that the Patent Office is confusing between the terms "sotting’' of the 
alarm and the “activation” of the alarm. In Appellant’s invention that "when the alarm is set 
the alarm button activates at least one luminescent device, and upon setting of the alarm the 
luminescent device radiates light through the alarm button to provide a visual reminder that 
the alarm has been set,” as disclosed and claimed by the Appellant in Claims I -6. 8 and ‘1. 
Basically, in Appellant’s invention when the alarm is set the alarm button 23. lights up u> 
give a visual reminder that the alarm has been set, which is neither disclosed nor taught in 
Jones. In Jones the alarm on/off button 24 has no light, either when it is set or when it is 
activated. The “light” in Jones for the alarm button 24, comes from the night light 28. which 
may or may not be activated. 

Furthermore, the Patent Office is using hindsight reconstruction, which is 
impermissible, to reject Appellant’s patent application. Basically the Patent Office is 
combining Jones alarm button 24, with Jones night light 28, and then combing the 
Appellant’s teaching of radiation of light upon setting of the alarm is then using this 
information to reject Appellant’s claimed invention. 

Similarly, the Patent Office is using hindsight reconstruction, which is impermissible, 
to reject Appellant’s patent application. Basically, the Patent Office is combining Jones 
alarm button 24, (which can be independently turned on/off) with Jones night light 28. 
(which can be independently turned on/off), and even though Jones does not provide any 
motivation or teaching, and then using Appellant’s teaching the Patent Office is then 
rejecting Appellant’s claimed invention. 

In fact, Jones further teaches away from Appellant's invention when in the 
‘■Abstract,” lines 6-8, he teaches that “the brightness of the night light to be selective 
controlled or turned off irrespective of the alarm button being set to its ON position.” 
(Emphasis added.) 

Furthermore, independent Claim 1, as amended, recites an apparatus, comprising 
an alarm-clock 25, wherein said alarm-clock 25, has at least one button associated with at 
least one alarm 23, and wherein when said alarm is set said alarm button 23. activates at 
least one luminescent device 27, and upon setting of said alarm said luminescent device 

S/N IO/7tiC.C>96 (AMA No. 2004-3 10) 1 2 
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27, radiates light 29, through said alarm button 23, to provide a visual reminder that said 
alarm has been set, which is neither disclosed nor taught by Jones. 

Claim 2 

Furthermore, there is no teaching in Jones that the luminescent device 27, ot'ihe 
Appellant’s invention be selected from a group consisting of an incandescent bulb, a 
fluorescent bulb, a sodium bulb, a halogen bulb, an LED, and an LCD, as disclosed and 
claimed in Claim 2. Jones only teaches the use of “light bulbs” in combination with the night 
light 28, but no bulb in combination with the alarm button 24. 

Claim 3 

Similarly, there is no teaching in Jones that the alarm button 23, of the Appellant's 
invention be selected from a group consisting of opaque material, transparent material, 
translucent material and iridescent material, as disclosed and claimed in Claim 3. Jones only 
teaches the use of a “removable translucent cover” in combination with the night light 28. but 
no translucent material in combination with the alarm button 24. 

ClHim 4 

Additionally, there is no teaching in Jones that there be at least one electronic 
component 47. associated with the alarm-clock 25, of the Appellant’ s invention and wherein 
the electronic component 47, be selected from a group consisting of a second alarm-clock, an 
AM-FM radio, a S W-MW radio, a CB radio, a weather channel radio, a cassette tape player 
and/or recorder, a TV, a VCR, a CD, a DVD, a PDA, a computer, a telephone, a mobile 
phone and an MP3 player, as disclosed and claimed in Claim 4. Jones only discloses a radio- 
alarm clock. 

Claim 5 

Furthermore, there is no teaching in Jones that the Appellant’s alarm-clock 25 be 
capable of being operated using an alternating current or a directed current, as disclosed and 

S/N 10/789.0% (AMA No 2004-310) 13 
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claimed in Claim 5. 

Claim 6 

Moreover, there is no teaching in Jones that the at least one button he .selected from a 
group consisting of a button that protrudes from the alarm-clock housing, a button thu< is 
flush with the alarm-clock housing, a button that is below the alarm-clock housing and a 
button that is a touch-sensitive membrane, as disclosed and claimed in Claim 6. Jones only 
teaches a “removable translucent cover.” 

Claim 8 

Furthermore, there is no teaching in Jones that the display of the alarm-clock 25. of 
the Appellant's invention be selected from a group consisting of a digital display and an 
tinalog display, as disclosed and claimed in Claim 8. 

Claim 9 

Additionally, there is no teaching in Jones that at least one means be provided to 
control light radiating from the alarm-clock 25, as disclosed and claimed in Claim V of 
Appellant’s invention. 

Claims 1-9 

Based upon the above-mentioned arguments Appellant’s claimed elements are not 
only missing from the prior art, but they have not even been discussed in the prior art, and 
thus Appellant’s invention is not anticipated by Jones. 

Furthermore, the Patent Office is using hindsight reconstruction, which is 
impermissible, to reject Appellant's claimed subject matter. 

in light of these facts Appellant respectfully submits that Jones does not anticipate 
the invention of Claims 1-6, 8 and 9. 

Additionally, Claims 2-6, 8 and 9, depend from, and include all the limitations of 
Claim 1, and therefore are also not anticipated by Jones. 
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Therefore, the Appellant respectfully requests that the rejection of Claims 1-6. K 
and 9. under 35 U.S.C. § 102(b), should kindly be reversed. 
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(2) Was it proper to Reject Claim 7 under 35 U.S.C. S 103(a) as being 
unpatentable over Jones, Jr.. (U.S. Patent No. S.402.3961? 

Claim 7 stands rejected under 35 U.S.C. § 103(a). The Patent Office has 
contended that this claim is unpatentable over Jones, Jr.. (U.S. Patent No. 5.402,396) 
(hereinafter Jones). Appellant respectfully submits that that this rejection should be 
reversed for at least the following reasons. 

In order for a claim to be rejected for obviousness under 35 IJ.S.C. § 103(a). not only 
must the prior art teach or suggest each element of the claim, the prior art must also suggest 
combining the elements in the manner contemplated by the claim. Se£ N orthern Teleco m. 
Inc, v. Pat anoint Corp. . 908 F. 2d 931, 934 (Fed. Cir. 1990). cert, denied 1 1 1 S.Ct. 296 
(1990); In re Bond . 910 F. 2d 831, 834 (Fed. Cir. 1990). The Examiner boars the initial 
burden of establishing aprima facie case of obviousness. See M.P.Ii.P. §2142. To establish 
a prima facie case of obviousness, the Examiner must show, inter alia, that there is some 
suggestion or motivation, either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art, to modify or combine the references und that, 
when so modified or combined, the prior art teaches or suggests all of the cluim limitations, 
See M.P.F..P. § 2143. Appellant respectfully submits that neither of these criteria lor 
obviousness are met here. 

Appellant has amended Claim 7 and therefor the rejection of this claim under Jones is 
now moot. 

The Patent Office had objected to the previous amendment to Claim 7, stating that 
“the limitation “to provide a visual reminder that the alarm has been set**" is a "functional 
language" and that “Whether the user is visually reminded that an alarm is set is immaterial 
to the structure and operation of the alarm clock apparatus." Due to the objection of the 
Patent Office to the claim language, the Appellant has amended Claim 7 to provide “structure 
and operation” to the “functional language” in order to overcome the Patent Office's 
objection to the language. As the Board will appreciate that the Amendment to Claim 7. was 
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lo provide “structure and operation.” but in response the Patent Office stated that the 
“proposed amendments raise the new issue of an alarm button that when set. activates at least 
one luminescent device. This new issue requires further search and consideration" even 
though, when the two sets of claims are compared this is not true, as the amendment was 
directed only to provide “structure and operation” in order to overcome the Patent Office's 
objection to the claim language. Thus this amendment should have been entered and 
considered by the Patent Office. 

The earlier discussion with reference to Jones in section (vii ) ARGUMENTS section 
(1), is incorporated herein by reference. Additionally, there is no teaching in Jones that 
“when the alarm is set the alarm button activates at least one luminescent device, and upon 
setting of the alarm the luminescent device radiates light through the alarm button to pruv ide 
a visual reminder that the alarm has been set," and where the ‘alarm-clock is powered by a 
power source selected from a group consisting of an alternating current source between about 
1 20 volts and about 240 volts, and a direct current source between about 1 volt and shorn 24 
volts” as disclosed and claimed by the Appellant in Claim 7. 

Furthermore, there is no teaching in Jones that the alarm-clock 25. be powered by a 
power source selected from a group consisting of an alternating current .source between ahi >ut 
1 20 volts and about 240 volts, and a direct current source between about 1 volt and about 24 
volts, as disclosed and claimed in Claim 7, by the Appellant. 

Additionally, the claimed subject matter of the independent Claim 1, as discussed 
above is not disclosed by Jones. The Appellant has already established that Appellant's 
independent Claim 1, is patentable over the prior art of record and therefore all the 
dependent claims are also patentable. 

Furthermore, the various claimed elements of the Appellant's invention are not 
only not disclosed in the prior art, but neither has there been provided any motivation in 
the applied art to make obvious the Appellant’s claimed invention. 

Additionally, the Patent Office is using hindsight reconstruction, which is 
impermissible, to reject Appellant’s claimed subject matter. 

In light of these facts Appellant respectfully submits that Jones does not make 
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unpatentable the invention of Claim 7. 

Additionally, Claim 7 depends from, and includes all the limitations of Claim I , 
and therefore is not obvious over Jones. 

Therefore, the Appellant respectfully requests that the rejection of Claim 7 under 
35 IJ.S.C. § 103 (a) should kindly be reversed. 
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f3) Was it proper to Reject Claims 10-18 under 35 U.S.C S 103 (a) as heimt 
unpatentable over Jones, Jr., (U.S. Patent No. 5,402 .396) in view of Parissi (U.S. Patent 
No. 2.444.7481? 

Claims 10-18 stand rejected under 35 U.S.C. § 103 (a). The Patent Office has 
contended that these claims are unpatentable over Jones, Jr., (IJ.S. Patent No. 5.402,3%) 
(hereinafter Jones) in view of Parissi (U.S. Patent No. 2,444,748) (hereinafter Parissi) 
Appellants respectfully submit that this rejection should be reversed for at least the following 
reasons. 

In order for a claim to be rejected for obviousness under 35 U.S.C. § 1 03(a), not only 
must the prior art teach or suggest each element of the claim, the prior art must also suggest 
combining the elements in the manner contemplated by the claim. See Northern Teleco m. 
Inc, v. Datapoint Coro. . 908 F. 2d 931, 934 (Fed. Cir. 1990), cert, denied 1 1 1 S.Ct. 296 
(1990); In re Bond . 910 F. 2d 831, 834 (Fed. Cir. 1990). The Examiner bears the initial 
burden of establishing aprimafacie case of obviousness. See M.P.lv.P. §2142. To establish 
a prima facie case of obviousness, the Examiner must show, inter alia , that there is some 
suggestion or motivation, either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art. to modify or combine the references and that, 
when so modified or combined, the prior art teaches or suggests all of the claim limitations. 
Sec M.P.E.P. § 2143. Appellant respectfully submits that neither of these criteria tor 
obviousness arc met here. 



S/N 10/784.046 lAMA No. 2004 - 310 ) 



19 



PAGE 20/39 * RCVD AT 5/31/2007 4:06:00 PM [Eastern Daylight Time] * SVR:USPT0-EFXRF-5/4 ‘ DNIS:2738300 * C$ID:845 226 4765 * DURATION (mm-ss):1142 




MAY 



31-0? 04:20 PM AZIZ M. AHSAN 



845 228 4? 85 



P.21 



Independent Claim 10, as amended, prior to the Final Office Action, recites an 
apparatus, comprising an alarm-clock 25, wherein said alarm-clock 25, has at least one 
button and at least one alarm 23, and wherein when said alarm 23. is set said alarm button 
23, radiates light to provide a visual reminder that said alarm 23, has been set, and wherein 
when said alarm 23, is activated said alarm button 23, radiates a flashing light 29. 

Or in the alternative, independent Claim 10, as amended, alter the Final Office 
Action, recites an apparatus, comprising an alarm-clock 25, wherein said alarm-clock 25. 
has at least one button associated with at least one alarm 23, and wherein when said alarm 
is set said alarm button 23, activates at least one luminescent device 27, and upon setting 
of said alarm said luminescent device 27, radiates light 29, through said alarm Hutton 23. 
to provide a visual reminder that said alarm has been set, and wherein when said alarm is 
activated said luminescent device 27, radiates a flashing light 29, through said alarm 
button 23. 

In the Final Office Action the Examiner had objected to the use of “visual 
reminder” as being “immaterial to the structure and operation of the alarm clock 
apparatus,” and in order to overcome this objection the Appellant had taken the structural 
term “at least one luminescent device ... associated with said alarm button" from Claim 
1 1, and weaved it into Claim 10. This was not only meant to narrow the scope of Claim 
10, but also to place Claim 10 in a better condition for allowance or appeal, and thus the 
Appellant disagrees with the Examiner that the Amendment of Claim 1 0. al ter the Final 
Office Action “raise new issues” or “not deemed to place the application in better form 
for appeal ... as tho structural terminology or limitation of amended Claim 10, already 
appeared in the unamended Claim U. 

Additionally, the presences of a luminescent device from Claim 1 1 into Claim 1 0. 
only reinforces that said apparatus has a visual reminder. 

Furthermore, the Appellant believes that a visual reminder by itself provides a 
structure to Claim 10, without the presence of a luminescent device, as a visual reminder 
has to have some structure for a person to see. 

Appellant has amended Claims 1 0-1 8 and therefor the rejection of these claims under 
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Jones in view of Parissi is now moot. 

The Patent Office had objected to the previous amendment to Claims 10-18. staling 
that “the limitation “to provide a visual reminder that the alarm has been set' 4 " is a 
"functional language” and that “Whether the user is visually reminded dial an alarm is set is 
immaterial to the structure and operation of the alann clock apparatus." Due to the objection 
of the Patent Office to the claim language, the Appellant has amended Claims 10-18 to 
provide “structure and operation” to the “functional language” in order to overcome the 
Patent Office’s objection to the language. As the Board will appreciate that the Amendment 
to Claims 10-18, was to provide “structure and operation,” but in response the Patent Office 
stated that the "proposed amendments raise the new issue of an alarm button that when set. 
activates at least one luminescent device. This new issue requires further search and 
consideration” even though, when the two sets of claims are compared this is not true, as the 
amendment was directed only to provide “structure and operation” in order to overcome the 
Patent Office’s objection to the claim language. Thus this amendment should have been 
entered and considered by the Patent Office. 

The earlier discussion with reference to Jones in section (vii) ARCH IMKNTS, section 
( 1 ) and section (2), and the criteria to apply in obviousness ruling are incorporated herein by 
reference. 

Parissi discloses a clock with visible and audible alarm means. The Appellant would 
like to respectfully state that Jones in view of Parissi does not overcome the deficiencies of 
the prior art, for example Jones in view of Parissi does not teach that "when the alarm is set 
the alarm button activates at least one luminescent device, and upon setting of the alarm the 
luminescent device radiates light through the alarm button to provide a visual reminder that 
the alarm has been set,” as disclosed and claimed by the Appellant in Claims 10-18. 

In fact, Parissi teaches away from Appellant’s invention when he teaches that the 
“principal object of my invention is to provide an alarm clock which ... will give a visible 
signal ... [to] awaken a normal sleeper.” (Column 1, lines 15-20.) Whereas. Appellant in 
Claims 10-18 teaches that “when the alann is set the alarm button activates at least one 
luminescent device, and upon setting of the alarm the luminescent device radiates light 
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through the alarm button to provide a visual reminder that the alarm has been set." 

Furthermore, Parissi teaches away from Appellant's invention when he touches that 
“In fact, if the lamp is to be used solely as a signal or alarm, the switch 1 2 1 light on or off 
switch) may be omitted'' (column 2. lines 21-22) and thus the lamp 10 would remain in an 
off position and would not be lit after the alarm has been set and would only give a visible 
signal when the alarm goes off. Whereas, Appellant in Claims 10-18 teaches that "when the 
alarm is set the alarm button activates at least one luminescent device, and upon setting of 
the alarm the luminescent device radiates light through the alarm button to provide a visual 
reminder that the alarm has been set.” 

It also seems that the Patent Office is confusing between the terms "setting" of the 
alarm and the “activation” of the alarm. In Appellant’s invention that “when the alarm is set 
the alarm button activates at least one luminescent device, and upon setting of the alarm the 
luminescent device radiates light through the alarm button to provide a visual reminder that 
the alarm has been set,” as disclosed and claimed by the Appellant in Claims I -6, 8 and 
Basically, in Appellant’s invention when the alarm Is set the alarm button 23. lights up to 
give a visual reminder that the alarm has been set, which is neither disclosed nor taught in 
Jones. In Jones the alarm on/off button 24 has no light, either when It is set or when it is 
activated. The “light” in Jones for the alarm button 24, comes from the night light 28. which 
may or may not be activated. 

Furthermore, the Patent Office is using hindsight reconstruction, which is 
impermissible, to reject Appellant’s patent application. Basically, the Patent Office is 
combining Jones alarm button 24, with Jones night light 28, and then combing the 
Appellant's teaching of radiation of light upon setting of the alarm is then using this 
information to reject Appellant’s claimed invention. 

Similarly, the Patent Office is using hindsight reconstruction, which is impermissible, 
to reject Appellant’s patent application. Basically, the Patent Office is combining Jones 
alarm button 24, with Jones night light 28, and then combing the Appellant's touching of 
radiation of light upon activation of the alarm of an already lighted alarm button, and then 
using this infonnation to reject Appellant’s claimed invention. 
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Furthermore, independent Claim 10, as amended, recites an apparatus, comprising 
an alarm-clock 25, wherein said alarm-clock 25, has at least one button associated with at 
least one alarm 23, and wherein when said alarm is set said alarm button 23, activates at 
least one luminescent device 27, and upon setting of said alarm said luminescent device 

27, radiates light 29, through said alarm button 23, to provide a visual reminder that said 
alarm has been set, and wherein when said alarm is activated said luminescent device 27. 
radiates a flashing light 29, through said alarm button 23, which is neither disclosed nor 
taught by Jones in view of Parissi. 

Claim 11 

Furthermore, there is no teaching in Jones in view of Parissi, that the luminescent 
device 27, is selected from a group consisting of an incandescent bulb, a fluorescent bulb, u 
sodium bulb, a halogen bulb, an LED, and an LCD, as disclosed and claimed in Claim 1 1 . hj 
the Appellant. Jones only teaches the use of “light bulbs" in combination with the night I ight 

28. but no bulb in combination with the alarm button 24. Parissi only touches the use of a 
light bulb 10. 

Claim 12 

Additionally, there is no teaching in Jones in view of Parissi. that the material for the 
ularm button be selected from a group consisting of opaque material, transparent material, 
translucent material and iridescent material, as disclosed and claimed in Claim 12, by the 
Appellant. Jones only teaches the use of a “removable translucent cover" in combination 
with the night light 28, but no translucent material in combination with the alarm button 24. 
Parissi only teaches the use of an alarm setting button 7. 

Claim 12 

Moreover, there is no teaching in Jones in view of Parissi, that at least one electronic 
component 47, is associated with the alarm-clock 25, and wherein the electronic component 
47, is selected from a group consisting of a second alarm-clock, an AM-FM radio, a SW- 
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MW radio, a Cli radio, a weather channel radio, a cassette tape player and/or recorder, a IV, 
a VCR, a CD, a 1)VD, a PDA, a computer, a telephone, a mobile phone and an MP3 player, 
as disclosed and claimed in Claim 13, by the Appellant. Jones only teaches a radio-alarm 
clock. Parissi only teaches an alarm clock that has visible and audible alarm moans. 

Claim 14 

Similarly, there is no teaching in Jones in view of Parissi. that the alarm-clock 25. is 
operated using an alternating current or a directed current, as disclosed and claimed in Claim 

14, by the Appellant. 

Claim IS 

furthermore, there is no teaching in Jones in view of Parissi. that at least one button 
is selected from a group consisting of a button that protrudes from the alarm-dock housing, a 
button that is llush with the alarm-clock housing, a button that is below the alarm-clock 
housing and a button that is a touch-sensitive membrane, as disclosed and claimed in Claim 

15, by the Appellant. Jones only teaches a “removable translucent cover.” Parissi only 
teaches an alarm setting button 7. 

Claim 16 

Additionally, there is no teaching in Jones in view of Parissi. that the alarm-clock 25, 
is powered by a power source selected from a group consisting of an alternating current 
source between about 120 volts and about 240 volts, and a direct current source between 
about 1 volt and about 24 volts, as disclosed and claimed in Claim 16, by the Appellant 

Claim 17 

Furthermore, there is no teaching in Jones in view of Parissi, that the display of the 
alarm-clock 25, is selected from a group consisting of a digital display and an unulng display , 
as disclosed and claimed in Claim 17. by the Appellant. 
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Claim 18 

Similarly, there is no teaching in Jones in view of Parissi, that at least one means is 
provided to control light radiating from the alarm-clock 25, as disclosed and claimed in 
Claim 1 8, by the Appellant. 

Claims 10-18 

Thus the claimed subject matter of the independent claim as discussed above are 
not disclosed by Jones in view of Parissi. The Appellant has already established that 
Appellant’s independent Claim 10, is patentable over the prior art of record and therefore 
all the dependent claims are also patentable. 

Furthermore, the various claimed elements of the Appellant’s invention are not 
only not disclosed in the prior art, but neither has there been provided any motivation in 
the applied art to make obvious the Appellant’s claimed invention. 

Additionally, the Patent Office is using hindsight reconstruction, which is 
impermissible, to reject Appellant’s claimed subject matter. 

In light of these facts Appellant respectfully submits that Jones in view of Parissi 
docs not make unpatentable the invention of independent Claim 1 0. • 

Additionally, Claims 1 1-18 depend from, and include all the limitations of Claim 
1 0, and therefor are not obvious over Jones in view of Parissi. 

Therefore, the Appellant respectfully requests that the rejection of Claims 10-18 
under 35 U.S.C. § 103 (a) should kindly be reversed. 
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received 

CENTRAL FAX CENTER 

MAY 3 1 2007 



PATENTABILITY OF INDIVIDUAL CLAIMS 



The Patent Office has not located a reference that either alone or in combination 
with another reference anticipates the inventions of Claims 1-6, 8 and 9 or makes obvious 
the inventions of Claims 7 and 10-18, as discussed earlier. As stated and discussed in the 
appropriate sections the inventions of Claims 1-18 stand or fall alone. 
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RECEIVED 

CENTRAL FAX CENTER 

MAYS 17007 



CLOSING REMARKS 



It is clear from the reference of record that the Patent Office has not found any 
reference that either teaches or discloses the Appellant’s claimed invention. 

Therefore, the Appellant respectfully requests that the patentability of Claims MX 
should kindly be confirmed, as the Patent Office has not shown how the art of record 
provides any motivation or incentive to a person skilled in the art to either anticipate or 
make obvious Appellant's invention, 

The Appellant would also like to state that it was not clear from the Advisory 
Action dated December 20, 2006 whether Claims 1-18, as amended, ore entered for the 
purposes of this Appeal as the box in Section 7. has been checked but boxes 7a or 7b 
have not been checked and thus it is not clear whether for the purposes of Apixail the 
“proposed amendrnent(s): a) will not be entered, or b) will be entered ... Because of 
conflict or confusion between Item 3 and Item 7 of the Advisory Action, the Board could 
send the case back to the Examiner for a further review of these issues. 1 lowever, as 
stated in this Amended Appeal Brief the Appellant have argued both sets of claims and 
the Board can use either set of claims for their final determination. 

In light of the above discussion, the art made of record cither alone or in 
combination with another reference does not anticipate or make obvious Appellant’s 
invention. 

Therefore, Jones, Jr., (U.S. Patent No. 5,402,396) (hereinafter Jones) either alone 
or in combination with another reference does not anticipate Appellant's invention and 
the rejection of Claims 1-6, 8 and 9 under 35 U.S.C. § 102(b). should kindly be reversed. 
Furthermore, the rejection of Claim 7 under 35 U.S.C. § 103(a) as being unpatentable 
over Jones, Jr., (U.S. Patent No. 5,402,396) should kindly be reversed. Similarly, the 
rejection of Claims 10-18 under 35 U.S.C. § 103(a) as being unpatentable over Jones. Jr.. 
(U.S. Patent No. 5,402,396) in view of Parissi (U.S. Patent No. 2,444.748) (hereinafter 
Parissi) should kindly be reversed. 
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Accordingly, for at least the reasons given above. Appellant submit that their 
claimed inventions are not anticipated or made obvious over the applied prior ail, and that 
Claims 1-18, are all clearly patentable over the references of record. 

Favorable consideration of this Patent Application is respectfully requested. 
Specifically, the Appellant requests that the patentability of Claims 1-18 be all! lined. 

Respectfully submitted, 

Bv . r . 

Dated: May 3 1 . 2007 Aziz M. Ahsan 

Reg. No. 32,100 

P. O. Box 251 

Hopewell Junction. NY 12533-025 1 
845-790-0198 
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Min CLAIMS APPENDIX 
(a) Claims as Amended Prior to Final Office Action 

1 . (Currently Amended) An apparatus, comprising an alarm-clock, wherein said alarm- 
clock has at least one button and at least one alarm, and wherein when said alarm is set said 
alarm button radiates light to provide a visual reminder that the alarm hus been set. 

2. (Original) The apparatus of Claim 1, wherein at least one luminescent device is 
associated with said alarm button, and wherein said luminescent device is selected from a 
group consisting of an incandescent bulb, a fluorescent bulb, a sodium bulb, a halogen bulb, 
an LEI), and an LCD. 

3. (Original) The apparatus of Claim I, wherein material for said alarm button is 
selected from a group consisting of opaque material, transparent material, translucent 
material and iridescent material. 

4. (Original) The apparatus of Claim 1, wherein at least one electronic component is 
associated with said alarm-clock, and wherein said electronic component is selected from a 
group consisting of a second alarm-clock, an AM-FM radio, a S W-M W radio, a I'tt radio, a 
weather channel radio, a cassette tape player and/or recorder, a TV, a VC’R. a CD, a DVD, a 

S/N 10/789.0% (AM A No 2004-310) 29 
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PDA, a computer, a telephone, a mobile phone and an MP3 player. 

5. (Original) The apparatus of Claim 1, wherein said alarm-clock is operated using an 
alternating current or a directed current, 

6. (Original) The apparatus of Claim 1, wherein said at least one button is selected from 
a group consisting of a button that protrudes from the alarm-clock housing, a button that is 
flush with the alarm-clock housing, a button that is below the alarm-clock housing and a 
button that is a touch-sensitive membrane. 

7. (Original) The apparatus of Claim 1, wherein said alarm-clock is powered by a 
power source selected from a group consisting of an alternating current source between about 
1 20 volts and about 240 volts, and a direct current source between about I volt and ubmit 24 
volts. 

8. (Original) The apparatus of Claim 1, wherein the display of said alarm-clock is 
selected from a group consisting of a digital display and an analog display. 

9. (Original) The apparatus of Claim 1, wherein at least one means is provided to 
control light radiating from said alarm-clock. 

1 0. ( Currently Amended) An apparatus, comprising an alarm-clock, wherein said alarm- 
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dock has at least one button and at least one alarm, and wherein when said alarm is set said 
alarm button radiates light to provide a visual reminder that said alarm has been set. and 
wherein when said alarm is activated said alarm button radiates a flashing light. 

1 1. (Original) The apparatus of Claim 10, wherein at least one luminescent device is 
associated with said alarm button, and wherein said luminescent device is selected front a 
group consisting of an incandescent bulb, a fluorescent bulb, a sodium bulb, a halogen bulb, 
an LED, and an LCD. 

12. (Original) The apparatus of Claim 10. wherein material for said alarm button is 
selected from a group consisting of opaque material, transparent material, translucent 
material and iridescent material. 

1 3. (Original) The apparatus of Claim 1 0, wherein at least one electronic component is 
associated with said alarm-clock, and wherein said electronic component is selected from a 
group consisting of a second alarm-clock, an AM-FM radio, a SW-MW radio, a CB radio, a 
weather channel radio, a cassette tape player and/or recorder, a TV. u VCR. a CD. a DVD. a 
PDA. a computer, a telephone, a mobile phone and an MP3 player. 

1 4. (Original) The apparatus of Claim 1 0, wherein said alarm-clock is operated using an 
alternating current or a directed current. 
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15. (Original) The apparatus of Claim 10, wherein said at least one button is selected 
from a group consisting of a button that protrudes from the alarm-clock housing, a button 
that is flush with the alarm-clock housing, a button that is below the alarm-clock housing and 
a button that is a touch-sensitive membrane. 

16. (Original) The apparatus of Claim 10, wherein said alarm-clock is powered by a 
power source selected from a group consisting ofan alternating current source between about 
1 20 volts and about 240 volts, and a direct current source between about 1 volt and about 24 
volts. 

17. (Originul) The apparatus of Claim 10, wherein the display of said alarm-clock is 
selected from a group consisting of a digital display and an analog display. 

18. (Original) The apparatus of Claim 10, wherein at least one means is provided to 
control light radiating from said alarm-clock. 
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RECEIVED 

CENTRAL FAX CENTER 

MAY 3 1 2007 



(b) Claims as Amended After Final Office Action 

1 . (Currently Amended) An apparatus, comprising an alarm-clock, wherein said alarm- 
clock has at least one button associated with at least one alarm, and wherein when said alarm 
Is set said alarm button activates at least one luminescent device, and upon setting of said 
alarm said luminescent device radiates light through said alarm button to provide a visual 
reminder that said alarm has been set. 

2. (Currently Amended) The apparatus of Claim 1 , wherein said luminescent device is 
selected from a group consisting of an incandescent bulb, a fluorescent bulb, a sodium bulb, 
a halogen bulb, an LED, and an LCD. 

3. (Original) The apparatus of Claim 1, wherein material for said alarm button is 
selected from a group consisting of opaque material, transparent material, translucent 
material and iridescent material. 

4. (Original) The apparatus of Claim 1. wherein at least one electronic component is 
associated with said alarm-clock, and wherein said electronic component is selected from a 
group consisting of a second alarm-clock, an AM-FM radio, a S W-M W radio, a CB radio, a 
weather channel radio, a cassette tape player and/or recorder, a TV, a VCR, u CD. a DVD. a 
PDA, a computer, a telephone, a mobile phone and an MP3 player. 
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5. (Original) The apparatus of Claim 1, wherein said alarm-clock is operated using an 
alternating current or a directed current. 

6. (Original) The apparatus of Claim 1 , wherein said at least one button is selected from 
a group consisting of a button that protrudes from the alarm-clock housing, a button that is 
flush with the alarm-clock housing, a button that is below the alarm-clock housing and a 
button that is a touch-sensitive membrane. 

7. (Original) The apparatus of Claim 1, wherein said alarm-clock is powered b\ a 
power source selected from a group consisting of an alternating current source between about 
1 20 volts and about 240 volts, and a direct current source between about 1 volt and about 24 
volts. 

8. (Original) The apparatus of Claim 1, wherein the display of said alarm-clock is 
selected from a group consisting of a digital display and an analog display. 

9. (Original) The apparatus of Claim 1, wherein at least one means is provided to 
control light radiating from said alarm-clock. 

1 0. (Currently Amended) An apparatus, comprising an alarm-clock, wherein suid alartn- 
clock has at least one button associated with at least one alarm, and wherein when said alarm 
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is set said alarm button activates at least one luminescent device, and upon setting of said 
alarm said luminescent device radiates light through said alarm button to provide a visual 
reminder that said alarm has been set, and wherein when said alarm is activated said 
luminescent device radiates a flashing light through said alarm button. 

11. (Currently Amended) The apparatus of Claim 10, wherein said luminescent device is 
selected from a group consisting of an incandescent bulb, a fluorescent bulb, a sodium bulb, 
a halogen bulb, an LED, and an LCD. 

12. (Original) The apparatus of Claim 10, wherein material for said alarm button is 
selected from a group consisting of opaque material, transparent material, translucent 
materia] and iridescent material, 

1 3 . (Original) The apparatus of Claim 1 0, wherein at least one electronic component is 
associated with said alarm-clock, and wherein said electronic component Is selected from a 
group consisting of a second alarm-clock, an AM-FM radio, a SW-M W radio, a (B radio, a 
weather channel radio, a cassette tape player and/or recorder, a TV, a V CR, a CD. a DVI >, a 
PDA, a computer, a telephone, a mobile phone and an MP3 player. 

1 4. (Original) The apparatus of Claim 1 0, wherein said alarm-clock is operated using an 
alternating current or a directed current. 
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15. (Original) The apparatus of Claim 10, wherein said al least one button is selected 
from a group consisting of a button that protrudes from the alarm-dock housing, a button 
that is flush with the alarm -dock housing, a button that is below the alarm-dock housing and 
a button that is a touch-sensitive membrane. 

16. (Original) The apparatus of Claim 10, wherein said alarm-clock is powered by a 
power source selected from a group consisting of an alternating current source between about 
1 20 volts and about 240 volts, and a direct current source between about I volt and about 24 
volts. 

17. (Original) The apparatus of Claim 10, wherein the display of said alarm-clock is 
selected from a group consisting of a digital display and an analog display. 

IS. (Original) The apparatus of Claim 10, wherein at least one means is provided to 
control light radiating from said alarm-clock. 
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(lx) EVIDENCE APPENDIX 



None 
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(x) RELATED PROCEEDINGS APPENDIX 



None 
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